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t STATUS T^ETF CLAIMS 
Claims 1, 5-10. ,2-24, and 30 are pending in the application. The Examiner's Answer 
— the re.eCons of claims «0. .2-2. an, 30, an. gene* repea,s the arguments 
danced during prosecutron of «. appHca.on a,on g with preens — s «o the 
Appeal Brie, W„h regard <o rhe — ve remark of*. Examiner's Answer, Appellan.s 
.sa.ee. Appellanrs w„, address some issues raised in ,he Exammer's -we, Appellors 
comta e to repeat, re-allege, and .corporate hy reference the posihons and arguments se t 
forth in the Appeal Brief. 

tt APailMENTS 

Wim regard to ,he Examiner's comments on the summary, Appellants wish ,o porn, 
d evrce. As emphasrsed in the Appea! Brief, the en.,, whether H is - emai, address or fax 

with regard «o the Examiner, Response «o Arguments sedion (11) on page 6, 
Ap pe„an,s wish ,o address some o f rhe commenis, and in part,cu,ar, ,he hmuations 

f,\ (M and (c) of claim 9. Initially, Appellants do 
designated in the Examiner's Answer as (a), (b), and (c) 

Examiner, Answer, Appellants wil, address those arguments as applied ,o Calm 9, w,.h the 
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Wi,h regard .o element (a) ("responsive .o «he entry, cross-referencing ,he sending 
informal en,ered by ,he user with a con.Cs debase"), Appellant has reproduced the 
cited section of Nielsen pertaining to FIG. 5 (col. 7, Imes 15-25) below: 

xnr 1 illustrates the preferred steps for updating the sender's address book with 

ends in the method of FIG. 5 . 
As Appellants have maintained throughout prosecution on this issue, this section does no. 
state tat the cross-referencing ,s responsive to the entry at the sending device. Appellants 
direct to Examiner's attention to "the" in the phrase "responsive to ,He entrf for Cairn 
dement (a), which clearly indicates drat there is an antecedent basis to "entry." The 

"the entry" is at a "sending device." There is absolutely no support for an entry a, the sending 
device in the cited section of Nielsen, nor is there support for a cross-referencing that occurs 

in response to this entry. 

Further, Appellants believe the Examiner is not according the proper weigh, to the 
"responsive to" portion of element (a). In other words, the plain ordinary meaning of that 
phrase is simply being ignored. One wouldn't say that cross-referencing occurs responsive to 
an entry in Nielson just like one wouldn't say mis Response is being prepared responsive to 
the Examiner preparing an Examiner Answer. 

Also, Appellants respectiully submit that the section cited by the Examiner should be 
consumed in the context of the enure drsclosure of Nielson, which discloses an address- 
change server that acts as an intermediary between the email program of the sending device 
and reciprents. As illustrated in FIG. 3 of Nielson, a process is disclosed whereby an old 
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email address is sent from the sending device to the address-exchange server, the address- 
exchange server cross-references the old email address to the new email address, and the new 
email address is sent by the address-exchange server to the sending device. The reception of 
the email prompts a dialog box that queries whether the sender's address book should be 
updated (see col. 7). This process clearly does not meet the claimed features of "responsive 
to the entry, cross-referencing the sending information entered by the user with a contacts 
database." Thus, Appellants respectfully traverse the Examiner's Answer. 

With regard to element (b) ("wherein the contacts database is stored within memory 
of the sending device"), Appellants disagree that this limitation is being suggested by 
Nielsen. Appellants note that there are apparently two cross-referencing operations taking 
place in Nielsen. The first one is described in almost every claim in Nielsen, and certainly 
every independent claim, which describes a system or process involving an address-change 
server, the address-change server having a database (135, FIG. 1) that performs cross- 
referencing between an old email address and the new email address. Note that this cross- 
referencing occurs remotely from the sender computer despite the fact that the sender 
computer includes an email program (115, FIG. 1). The other cross-referencing is occurring 
at some undisclosed location as described in association with FIG. 5. Appellants respectfully 
assert that it is possible, given the context of the primary teachings of Nielson, that the 
updates to the address book discussed in association with FIG. 5 could be performed on an 
address book stored in the exchange server (103, FIG. 1) or some other server separate from 
the sender computer. Thus, Nielson does not necessarily suggest an address book located at 
the sender computer. 

Also, Appellants do not propose that Nielsen's invention is inoperative. Appellants 
simply point out that the primary teaching of Nielson, as evidenced by the Abstract and the 
claims, is of an intermediary exchange server that handles cross-referencing between new and 
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old email addresses, with a database located remotely from the sender computer. Further, 
Appellants reiterate that combining Reilly is improper, in the context of what Nielsen is 
teaching, because handling the cross-referencing as evidenced by the claims and abstract at 
the sender computer would mean that a recipient who changes his or her email address would 
have to contact each and every sender computer to inform the same of the address change. In 
contrast, by having the contacts database at the exchange server, there is one location for 

handling the cross-referencing issue. 

In any event, because the claim elements are so intertwined, it is necessary to 
recognize that, in either cross-referencing operation (update as described in FIG. 5 or as 
claimed), none is done in response to an entry at the sending device. Thus, Appellants 
respectfully traverse the Examiner's answer. 

With regard to (c) ("automatically caching the user-entered sending information in the 
contacts database if the user-entered sending information has not been previously saved"), 
Appellants re-iterate the arguments presented in the Appeal Brief, which includes an excerpt 
from the final Office Action that clearly equates the old email address with "the entry." In 
particular, the final Office Action provided as follows: 

Receiving (see "BEGIN" in Figure 5) an entry (email message containing 
recipients old email address, inherent from step 503) input by a user. . . 

The final Office Action correlated the sending information with the recipient's old 
email address allegedly "entered" at a sending device. If there is now a change in position on 
what element or feature in Nielsen is being equated to "the entry," then Appellants 
respectfully request further clarification on whether this is indeed a new position that 

supercedes the prior position. 
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ill CONCLUSION 

Based upon the foregoing discussion, the Appellants respectfully request that the 
Examiner's final rejection of claims 1, 5-10, 12-24, and 30 be overruled and withdrawn by the 
Board, and that the application be allowed to issue as a patent with all pending claims. 

No additional fee is believed to be due. However, any additional fee that may be due or 
required is authorized to be charged to deposit account no. 08-2025. 



Respectfully submitted, 




David Rodack 
Registration No. 47,034 



